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Qpi ni on by Bucher, Adm nistrative Tradenmark Judge:

An application has been filed by Henri-Lloyd, Limted

to register the conposite nmark shown bel ow.
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At the request of the Trademark Exam ning Attorney,
applicant described its mark as consisting of “an open
crown, the letters Hand L and a weath, all placed upon a
di anond background.”

According to the application papers, applicant intends
to use the mark on the foll ow ng goods:

“marine, life saving, and energency equi pnent and
garnents, nanely, life saving belts, inflatable suits,
buoys, jackets, nets and rafts, safety harnesses,
safety ropes, and safety lines,” in International

G ass 9;

“articles made fromleather and i mtation |eather,
nanely, wallets, purses, handbags, and bri ef cases,
trunks, traveling bags, suit cases, holdalls,
overni ght bags, sail bags, and duffle bags,” in
International O ass 18; and

“clothing, footwear and headgear, nanely, coats,
suits, jackets, trousers, salopettes, overtrousers,
pants, shorts, shirts, sweatshirts, t-shirts, vests,
wai st coats, cagoul es, anoraks, snocks, sweaters,
pul | overs, bodywarners, scarfs, ties, gloves, belts,
socks, hoods, caps, hats, headbands, underwear,
neckwear, sandals, shoes, slippers, boots, and
sneakers,” in International dass 25.°1

Regi strati on has been opposed by Tommy Hil figer
Li censing, Inc., but only as to the goods in International
Cl asses 18 and 25, on the ground that it has previously used

and registered its Hilfiger crest design as shown bel ow,

! Application Serial No. 75/489, 129 was filed on May 21, 1998,
based upon applicant’s allegation of a bona fide intention to use
the mark in comerce.
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as well as the sanme Hilfiger crest design lined for color

shown bel ow;

2 (1)

(2)

(3)

(4)

(5)

(6)

(7)

Reg. No. 1,673,527 for “clothing for nmen and boys,
nanely, shirts, sweaters, sportcoats, pants,
sweatshirts, shorts, sports jackets, raincoats, parkas,
overcoats, bathing suits, vests, turtlenecks,” in
International C ass 25, issued on January 28, 1992,

r enewed;

Reg. No. 1,816,430, for “ties, socks, suspenders, hats,
caps, suits and blazers,” in International Cass 25,

i ssued on January 11, 1994, Section 8 affidavit
accepted and Section 15 affidavit acknow edged;

Reg. No. 1,879,005, for “retail store services,” in
International C ass 42, issued on February 14, 1995,
Section 8 affidavit accepted and Section 15 affidavit
acknow edged,;

Reg. No. 1,935,702, for “articles of |eather and
imtation |eather; nanely wallets, credit card cases,
unbrellas, traveling bags, billfold,” in Internationa
Cl ass 18, issued on Novenber 14, 1995, Section 8
affidavit accepted and Section 15 affidavit

acknow edged,;

Reg. No. 2,120,621, for “footwear, nanely, shoes,
boots, sneakers, sandals and slippers,” in
International Cass 25, issued on Decenber 9, 1997;
Reg. No. 2,153, 151, for “sungl asses, eyegl asses and
eyeglass franes,” in International Cass 9, issued on
April 21, 1998;

Reg. No. 2,179,671, for “jewelry nmade of precious and
nonpreci ous netals and stone, namely, cuff links,” in
International C ass 14, issued on August 4, 1998.
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and its TH and | aurel design shown bel ow.

Opposer al so asserts various common | aw uses of a letter

“H " exanples of which will be discussed later in this

opi nion. Opposer asserts that each of these nmarks have been
used since long prior to applicant’s filing date herein.
Opposer then asserts that applicant’s mark, when used on its

goods in International Cl asses 18 and 25, so resenbl es

3 Reg. No. 1,940,821, for “articles of clothing, nanely,
shirts, sweaters, sportscoats, pants, sweatshirts, shorts, sports
j ackets, raincoats, parkas, overcoats, bathing suits, vests,
turtlenecks, ties, socks, suspenders, hats, caps, suits and

bl azers,” in International Cass 25, issued on Decenber 12, 1995,
Section 8 affidavit accepted and Section 15 affidavit

acknow edged.

4 Reg. No. 2,050,013, for “shirts, hats, caps, pants, shorts
and socks,” in International Cass 25, issued on April 1, 1997,
Section 8 affidavit accepted and Section 15 affidavit

acknow edged.
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opposer’s previously used and regi stered tradenmarks as to be
|ikely to cause confusion, to cause m stake, or to deceive.

Applicant, in its answer, denied the salient
al | egations of the notice of opposition.

The record consists of the pleadings; the file of the
opposed application; opposer’s notice of reliance and
suppl emental notice of reliance; and the testinony, with
exhi bits, of opposer’s Vice President and Associ ate Counsel,
Jade H.J. Huang. Applicant took no testinony and offered no
evidence at trial. The parties have fully briefed the case
but an oral hearing was not requested.

Before turning to the nerits of this case, we nust
di scuss several prelimnary matters.

First, applicant has objected to nuch of the testinony
of opposer’s only trial witness, M. Jade H J. Huang.
Al t hough Ms. Huang testified that she was hired as associ ate
counsel and vice president of opposer in March 1999, her
testinony related to opposer’s use of its various narks
since 1985. Accordingly, applicant has objected to nuch of
her testinony on the ground of hearsay.

In the face of repeated objections to this testinony by
applicant’s counsel at the tinme the deposition was being
t aken, opposer’s counsel elicited detailed information from

Ms. Huang about how her job duties had permitted her to
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acquire her personal know edge of relevant facts to which
she was testifying. She explained her role as opposer’s
primary intellectual property manager, and how she gat hered
i nformati on regardi ng opposer’s trademarks and franchi sing
agreenents. For exanple, she described her orientation to
the firmin 1999 through contact with her predecessor and
visits with the heads of each of opposer’s divisions. She
testified to her participation in discussions of Tomry
Hi | figer’s annual design directives, and of her review of
existing files in the | egal departnent she heads as well as
the files existing in opposer’s other divisions.?®

In this case, we find that applicant’s objections to
Ms. Huang’s testinony are not well taken. As opposer’s
primary in-house tradenmark counsel, she plays a distinct
role in opposer’s overall marketing function, and
specifically in pronoting opposer’s brand i nage. She
testified as to how she becane aware of the history of the
sel ection and use of opposer’s various marks. The docunents
and files she relied upon are business information, and as
such, fall within the business records exception to the
hearsay rule. Accordingly, this witness is conpetent to

testify to those matters of which she had personal

s Trial testinony of Jade H. J. Huang, pp. 4 - 5, 7 - 8, 34 -
35.
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know edge, including her knowl edge of conpany history based
upon her personal and repeated review of, and famliarity
Wi th, conpany busi ness records.

Next, we note that opposer has filed a notion to anmend
its notice of opposition to conformto the evidence under
Fed. R Civ. P. 15(b). Opposer has no federal trademark
registration of a mark consisting of a letter “H,” and while
the notice of opposition discusses opposer’s “crest design”
and its “TH and laurel” design, nowhere in the notice of
opposi ti on does opposer allege rights in the letter “H
al one. Nonetheless, during the trial testinony of its
W t ness, opposer’s counsel spent substantial tinme eliciting
i nformati on about opposer’s use for nore than a decade of a

letter “H, " such testinony being supported by exhibits

denonstrating such usage.

6 Trial testinony of Jade H.J. Huang, pp. 60 — 72, and Exhibit
#14, pp. 1 and 4, letter “H as applied to a jacket, rugby shirt
and hat.

W also find that all of opposer’s exhibits were clearly
intended to be offered into evidence during this testinony period
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Al t hough applicant objected to this testinony on the
basi s of hearsay, etc., as discussed above, opposer nade
clear during its trial testinmony that in addition to the
“crest design” and the “TH and | aurel design” marks it had
initially pleaded, it was also basing its Iikelihood of
confusion argunent on the use of a promnent letter “H as
wel | .

Under Fed. R Cv. P. 15(b), when issues not raised by
the pleadings are tried by express or inplied consent of the
parties, the pleadings my be anended to conformto the
evidence. Inplied consent to the trial of an unpl eaded
i ssue can be found only where the non-offering party (1)
rai sed no objection to the introduction of evidence on the
unpl eaded issue and (2) was fairly apprised that the
evi dence was being offered in support of the unpl eaded

i ssue. See Col ony Foods, Inc. v. Sagemark, Ltd., 735 F.2d

1336, 222 USPQ 185 (Fed. GCir. 1984); Levi Strauss & Co. v.

R. Josephs Sportswear Inc., 36 USPQ2d 1328 (TTAB 1994); and

Devries v. NCC Corporation, 227 USPQ 705 (TTAB 1985).

W find that the issue of whether opposer has
established conmon law rights in the letter “H per se was

tried by the inplied consent of applicant. Applicant did

deposition. See 37 CF.R 82.123(e)(2) and TBMP §713. 08 (2d ed.
June 2003).
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not raise objections to the introduction of this evidence on
the ground that it was irrelevant or outside the scope of
t he proceeding; and applicant was fairly apprised that the
evi dence was being offered in support of the issue of
| i keli hood of confusion. See TBMP Section 507.03(b)(2d ed.
June 2003) and cases cited therein. 1In this case, there is
direct testinony supported by evidence appropriately nmade of
record fromwhich we can say that applicant was or shoul d
have been on notice that opposer was asserting common | aw
rights in the letter “H per se. Applicant had the
opportunity to neet this showing as it saw fit, and in fact,
cross-exam ned the witness on this evidence. Anending the
notice of opposition to include this claimdoes not create
prejudice to applicant, and hence we grant opposer’s notion
and consider the notice of opposition to be anmended to
conformto the evidence pursuant to Fed. R Gv. P. 15(b).
We turn next to applicant’s objection to opposer’s
suppl emental notice of reliance. Applicant argues that this
notice was not tinely and shoul d be excluded. W disagree.
Qpposer’s Registration No. 2,050,013 (TH and |l aurel weath
design) issued on April 1, 1997. Imedi ately upon receiving
the registration certificate, opposer filed a Section 7
request for a corrected certificate because the mark was

incorrect. The records of the United States Patent and



Opposition No. 118,396

Trademark O fice (USPTO denonstrate that the new
registration certificate was reprinted on June 30, 1997 to
correct the USPTO s error. Opposer thought the error had
been corrected until such tine as it sought a certified copy
of the registration fromthe USPTOto file with its Notice
of Reliance in this proceeding dated March 14, 2002, but
such copy did not reflect the correction. Opposer noted
this problemin an extensive footnote of its Notice of
Rel i ance, and the USPTO has since effected the change. The
corrected registration appeared in the Trademark O fi ci al
Gazette of July 9, 2002, and opposer submtted its

suppl enmental Notice of Reliance on August 22, 2002. W find
this involves a tinely attenpt on opposer’s part to provide
a certified copy of a subsisting registration despite USPTO
error. Moreover, we find that permtting opposer to
supplenent its original Notice of Reliance in this manner

does not involve prejudice to applicant.

Qpposer’s Priority

Wth respect to priority of use, because opposer has
submtted proper status and title copies of its pleaded
registrations (e.g., its “crest design” marks and its “TH
and | aurel design” mark), the issue of priority with regard

to these marks does not arise. King Candy Co. v. Eunice
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King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA

1974). Wth regard to opposer’s claimof conmon |aw rights
in the mark “H,” the undi sputed evidence of record
est abl i shes that opposer has used variations of the letter
“H in connection with specific clothing itens for several
years prior to the earliest date upon which applicant can
rely, i.e., its May 21, 1998 application filing date.

In view of the above, opposer has established its

priority.

Li kel i hood of Conf usi on

We turn then to the question of |ikelihood of
conf usi on.

Opposer contends that its registered goods include a
line of sailing apparel simlar to applicant’s identified
goods; that opposer has created one of the best known
|ifestyle brands in the United States; and that a consuner

famliar with opposer’s “crest design,” “TH and | aurel
design,” and single letter “H designations will associate
applicant’s applied-for mark with opposer’s well - known
mar ks.

By contrast, applicant contends that the parties’ marks

are dissimlar; that opposer’s so-called “sailing” |line of

cl ot hi ng does not even use any of the three marks clai nmed by
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opposer; that even if H LFI GER, TOMW and TOVWY HI LFI GER
may be fanobus marks, the sane has not been shown for the
“crest design” or the “TH and | aurel design”; and that the
goods of both parties are not “inpulse” itens, but rather
woul d be purchased only after a period of deliberate and
careful decision-nmaking.

After careful consideration of the facts before us and
the relevant |law on the issue of |ikelihood of confusion, we
hol d that opposer has failed to show a |ikelihood of
confusion herein, and that applicant is entitled to the
registration it seeks.

In the course of determ ning the question of |ikelihood
of confusion herein, we have followed the guidance of In re

E. 1. du Pont de Nenmpburs & Co., 476 F.2d 1357, 1362, 177 USPQ

563, 567-68 (CCPA 1973). The du Pont case sets forth each
factor that should be considered, if relevant information is
of record, in determning |ikelihood of confusion.

We turn first to the simlarity or dissimlarity and
nature of the goods as described in applicant’s application
and as listed in opposer’s clainmed registrations and in
connection wth which its prior marks have been in use as
shown by the record for its unregi stered but previously used
“H mark. As listed in the involved application and

registrations, we find that the travel bags and | uggage
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itenms, as well as the itens of clothing nust be deened to be
legally identical. Likewse, the “H mark of opposer has
been proven to have been used, inter alia, on jackets,
shirts and hats, which are legally identical to the sane
listed itenms in the involved application. This factor
favors finding a |ikelihood of confusion as to these goods,
as argued by opposer.

In a related du Pont factor focusing on the simlarity
or dissimlarity of established, |ikely-to-continue trade
channel s, we nust assune that these identical and cl osely
rel ated goods identified in the application and
registrations will be noving in identical channels of trade
to the sane types of consuners inasmuch as the
identifications are not restricted to any specific classes
of consuners or channels of trade.’

We turn next to the simlarity or dissimlarity of the
marks in their entireties as to appearance, sound,

connotation and comrerci al inpression. The parties spend

! Simlarly, while the extrinsic evidence made part of this
record suggests both parties’ goods nay be pricier than the
average lines of luggage and clothing, there are no restrictions
to this effect in the identification of goods in the involved
application or in the pleaded registrations. Thus, we mnuch
presunme conditions of the |l evel of care exercised by ordinary
purchasers of articles of |eather and traveling bags in
International Class 18 as well as itens of wearing apparel in
International O ass 25.
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considerable tinme discussing the simlarities or the

dissimlarities of the marks:

=9

¥

Qpposer argues as foll ows:

.Henri[-]Lloyd s [applicant’s] Laurel Design Mark
consists of a crest design conprised of a prom nent
letter “H and a much smaller, |ess prom nent,

small interlocking “L,” surrounded by | aurel
| eaves, with a crown above and a ri bbon bel ow the
two letters. ...[T]he Hilfiger Crest Design Mark is

a stylized crest design conprised of a heraldic
|l ion surrounded by laurel |eaves with a crown above
and a ribbon below the |ion...

By contrast, applicant argues as foll ows:

The differences between Applicant’s Mark and

Qpposer’s Lion Design mark are numerous:

(a) The nost prom nent feature of Qpposer’s Lion
Design mark is the Lion Design at the Center.
Applicant’s Mark has no such el enent;

(b) Applicant’s Mark has the letters H and L at
the center, and Qpposer’s Lion Design mark
i ncludes no | etters what soever;

(c) The sprigs of the laurel |eaf designs of the
two marks are different in shape as are the
| aurel | eaves thensel ves;

(d) Applicant’s Mark includes a crown beneath the
m ddl e of the upper ends of the laurel |eaf
springs, whereas Opposer’s Lion Design has a
castl e Design | ocated between the ends of the
| aurel sprigs;
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(e) The two laurel sprigs of Applicant’s Mark abut
each other at their | ower ends, whereas the
| ower ends of the laurel sprigs of OQpposer’s
mar k are spaced apart;

(f) The ribbon designs of the two marks are
totally different; and

(g) Opposer’s Lion Design mark has no el enent
conparabl e to applicant’s black di anond
backgr ound.

Keeping in mnd that the conparison of marks is not
made on a side-by-side basis and that recall of purchasers
is often hazy and inperfect, this decision cannot turn on
the mnimal differences in the laurel sprigs and ribbons
(applicant’s argunents (c), (e) and (f) above). On the
ot her hand, we agree with applicant that there are
significant differences between the appearances of these two
mar ks that shoul d obviate any likelihood of confusion. The
central elenment in opposer’s crest design is alion while
the central elenment of applicant’s conposite mark consists
of the letters HL. Opposer’s self-described crown design
actually appears nore to be a turret of a castle and hence
is different fromapplicant’s crown design. Accordingly,
when considered in their entireties, the appearance and
overall commercial inpression of these two marks is quite
different and, we find, would not |lead to a |likelihood of
conf usi on.

The parties have al so disagreed about the simlarities

bet ween the second of opposer’s pleaded nmarks (registered
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for shirts, hats, caps, pants, shorts and socks in
International Cass 25 only) and the mark for which

appl i cant seeks registration:

Opposer argues as foll ows:

.Henri[-]Lloyd s [applicant’s] Laurel Design Mark
consists of a crest design conprised of a prom nent
letter “H and a much smaller, |ess prom nent,
small interlocking “L,” surrounded by | aurel

| eaves, with a crown above and a ri bbon bel ow t he
two letters. The Hilfiger Laurel Design Mark
consists of a capital “T" and capital “H
surrounded by virtually identical |eaves.

By contrast, applicant argues as foll ows:

The differences between Applicant’s Mark and TH and

Design mark are as foll ows:

(a) Opposer’s Mark has no bl ack di amond
backgr ound;

(b) Applicant’s Mark includes the letters Hand L
superi nposed on each other, whereas Qpposer’s
mark has the letters TH adjacent to each
ot her;

(c) Opposer’s mark includes no crown;

(d) Opposer’s mark includes no ribbon.

Agai n, when considered in their entireties, while both
marks do include a letter “H within a |aurel weath, the

two conposite marks are dissimlar enough in appearance that
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we find they create very different overall commerci al

i npressions. Specifically, the letters “TH are a
significant part of opposer’s mark while the crown and the
|large letter “H are significant features of applicant’s
mar k.

Finally, turning to opposer’s common | aw marks, even
t hough opposer has shown a variety of forns of usage of the
letter “H on itens of outerwear, there is no consistency in
overall commrercial inpression of these various usages
permtting us to conclude that the letter “H dom nates each
of these marks.® Accordingly, we cannot find that opposer’s
conposite marks containing the letter “H are confusingly
simlar to applicant’s conposite mark, which clearly
contains other arbitrary and prom nent el enents.

Opposer’s theory of the case seens to turn on the fact
that “[a] consuner famliar with the three HilIfiger marks
upon which this opposition is based, all of which contain
key el enments that are found in the Henri[-]LlI oyd Laurel
Design Mark, will naturally associate the Henri[-]LIoyd
Laurel Design with Hilfiger.” (Qpposer’s trial brief, p.

9).

8 In some of these cases, for exanple, consuners may well find
the H LFI GER or TOMW HI LFI GER portion nore dom nant.

- 17 -
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In response to this line of reasoning, applicant argues
that “[a] pparently recogni zi ng the weakness of its case,
Qpposer ...attenpts to pick and choose various el enents from
three different marks to contrive sone simlarity between
such a conposite and Applicant’s Mark. Cearly, there is no
basis in law for selecting portions of different marks in
order to create an imaginary mark, i.e., a mark which does
not exist in reality, so as to fabricate a basis for a
| i kel i hood of confusion.” (Applicant’s trial brief, p. 11).

W need not agree or disagree with the prem se of
applicant’s argunent (i.e., opposer’s recognizing the
weakness of its case), to concur with applicant’s position
t hat opposer cannot take el enents of several distinct marks
and then argue that a conbination of these elenents creates
a likelihood of confusion.® In looking at the simlarity of
the marks, we nust conpare applicant’s applied-for mark
separately agai nst each of opposer’s pleaded narks.
Accordingly, as to this du Pont factor, the overal
dissimlarity of the parties’ marks favors applicant’s

position that there is not a |ikelihood of confusion.

o Cf. H D. Hudson Manufacturing Conpany v. Food Machi nery and
Chem cal Corporation, 230 F.2d 445, 109 USPQ 48 ( CCPA 1956)

[ Opposer cannot rely upon argunent that respondent wrongfully
conbi ned parts of two or nore different marks when creating a new
conmposi te mark when that conbination of elenents was never
previously used by opposer.]
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Turning to the fane of opposer’s clainmed nmarks, it is
clear fromthis record that opposer has experienced
significant sales, has spent |arge suns on advertising, and
has created a strong brand awareness within the rel evant
mar ket sectors. However, this general |evel of marketing
and sales volune is in no way correlated with these pl eaded,
regi stered marks. In fact, opposer’s catal ogues,
advertisenments and annual reports promnently and frequently
feature not the pleaded marks but the H LFI GER, TOMW and
TOVMY HI LFI GER mar ks al one and in conbi nation with opposer’s

red, white and blue nautical flag | ogo, as shown bel ow

TOMMY =]l HILFIGER

Accordingly, while we treat opposer’s pl eaded,
regi stered marks as distinctive and strong marks, we cannot,
on this record, find themto be fanobus or accord themthe
broad scope of protection to which opposer argues they are
entitled.

Finally, in |looking at any other established fact
probative of the effects of use, we note opposer’s
suggestion of bad faith intent on the part of applicant in
choosing this conposite mark: “[T]o bol ster the evidence of
Henri[-]JLIloyd s intent, it is apparent that Henri[-]LI oyd

copied elenents fromseveral of HIlfiger’'s marks to create
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its owmn mark. Hilfiger is not picking and choosing bits and
pieces fromits marks.” (Qpposer’s reply brief, p. 8).
Absent conpelling and objective evidence of bad faith,
however, we cannot infer such intent fromthe adoption of a
mar k that arguably only noves applicant close to an

i magi nary conposite of opposer’s several pleaded narks.

In conclusion, we find that while the goods are
identical or otherwise closely related and will nove through
t he sane channels of trade, the marks thensel ves are not
confusingly simlar, we do not regard opposer’s pl eaded
mar ks as fanous marks, and we do not inpute any bad faith to
applicant in adopting its applied-for mark.

Deci sion: The opposition as to International C asses
18 and 25 is dism ssed, and the application will be
forwarded for the issuance of a notice of allowance in al
three classes, nanely International C asses 9, 18 and 25, at

the appropriate tine.

10 Opposer seeks to make this point by contrasting the instant
opposition with several of applicant’s/Henri LlIoyd s other narks
to which opposer/Hilfiger does not object:

HENRJ@LLOYD
Héay L



